THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 31

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DONALD J. MACCLEGD

Appeal No. 1998-0695
Appl i cation 08/400, 320

ON BRI EF

Before JERRY SM TH, BARRETT and DI XON, Adm ni strative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 1 and 6-9, which
constitute all the clains remaining in the application.

The di sclosed invention pertains to the field of disc
drives. In one aspect of the invention, a |labyrinth seal is
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formed between a flange portion of a shaft/hub assenbly and an
outer race of an upper ball bearing assenbly and an inner
surface of a bearing sleeve. In another aspect of the
invention, a flexible printed circuit cable is provided having
a plurality of bonding pads radially aligned with stator gaps
and |l ocated within the radial extent of the stator w ndings
and below the top of the stator poles.

Representative claim1l is reproduced as foll ows:

1. A disc drive conprising:

a base casting with a cylindrical bore extendi ng between
the inner and outer surfaces of the casting, the bore having a
central axis and an interior surface facing the central axis,
the inner end of the bore having a stop surface; and

a spindle notor with a cylindrical bearing sleeve,

t he bearing sleeve having an outer surface and a first
integral, internediate flange extending outwardly fromthe
outer surface and form ng at | east one abutting surface; said
bearing sl eeve nounted in said bore with said flange abutting
surface abutting said bore stop surface and with said outer
surface of said bearing sleeve between said fl ange and one end
t hereof contacting said interior surface of said bore; and

t he bearing sleeve having an inner surface and a second
integral, intermnmediate flange extending inwardly fromthe
i nner surface and form ng upper and | ower bearing contact
sur f aces;

t he spindle notor including upper and | ower ball bearing

assenblies nmounted within the bearing sleeve, with the outer
races of the upper and | ower bearing assenblies radially
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contacting the inner surface of the bearing sleeve and axially
contacting the upper and | ower bearing contact surfaces,
respectively; and

a shaft/hub assenbly, supported by the inner races of the
upper and | ower ball bearing assenblies,

the shaft/hub assenbly including a radially extending
flange portion having a |lower surface in proximty to an upper
surface of the outer race of the upper ball bearing assenbly
and having an outer surface in proximty to the inner surface
of the bearing sleeve, so that a |labyrinth seal is forned
bet ween said flange portion of said shaft/hub assenbly and
said outer race of said upper ball bearing assenbly and said
i nner surface of said bearing sleeve.

The exam ner relies on the follow ng references:

Cr apo 4, 858, 044 Aug. 15, 1989
El sasser et al. (Elsasser) 5,001, 581 Mar. 19, 1991
Tanaka et al. (Tanaka) 5, 256, 922 Cct. 26, 1993

(Apr. 8, 1992)

Claims 1 and 6-9 stand rejected under 35 U. S.C. § 103.
As evi dence of obviousness the exam ner offers Crapo in view
of El sasser and Tanaka with respect to clains 1 and 6-8, and
only Crapo and Tanaka with respect to claim?9.

Rat her than repeat the argunments of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on
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appeal, the rejections advanced by the exam ner and the

evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 1 and 6-9. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
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to arrive at the clained invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. GCr

1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent
and/ or evidence. (Cbviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
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Only those argunents actually nmade by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

We consider first the rejection of clains 1 and 6-8
based on the teachings of Crapo, Elsasser and Tanaka. C ains
1, 6 and 7 stand or fall together [brief, page 5], and we wll
consi der independent claim1l as the representative claimfor
this group. Wth respect to claim1, the exam ner cites Crapo
as teaching various features of a disc drive. The exam ner
admts that Crapo does not show the | abyrinth seal structure
bet ween the flange, the outer race of the upper ball bearing
and the inner surface of the bearing sleeve as recited in
claiml1l. The exam ner points to Figure 1 of Elsasser and
asserts that Elsasser teaches a |abyrinth seal of the type
recited in claim1l1l. The exam ner concludes that it would have
been obvious to the artisan to replace the shaft/hub assenbly
of Crapo with the shaft/hub assenbly of Elsasser because they
are art recogni zed equi val ents [answer, pages 4-6]. Tanaka is
cited to teach the features of the internmedi ate flange as

recited in claim1.
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Appel I ant makes only a single argunent to rebut the
examner’s rejection of claiml. Specifically, appellant
argues that the collective teachings of Crapo, Elsasser and
Tanaka do not teach or suggest the claimrecitation that “a
| abyrinth seal is fornmed between said flange portion of said
shaft/ hub assenbly and said outer race of said upper bal
bearing assenbly and said i nner surface of said bearing
sl eeve” [brief, page 5]. Although the exam ner asserts that
El sasser teaches the clainmed |abyrinth seal, appellant argues
t hat El sasser does not support the examiner’s findings [id.,
pages 6-7].

After a careful consideration of the respective
positions asserted by appellant and the exam ner, we find
ourselves in agreenent with appellant. Although all the
i ndi vidual elenments of a disc drive are taught by the
references, including a |l abyrinth seal, we agree with
appel lant that the [ abyrinth seal of Elsasser is not forned by
the specific conponents recited in claiml1l. The exani ner
seens to view the seal of Elsasser as equivalent to the
clainmed seal. Although the El sasser seal and the clai ned seal
may achi eve the sane function of protecting the delicate
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portions of the disc drive fromcontam nation, the seal in
El sasser is not formed between the specific conponents as
recited in claiml1. W cannot find in any of Elsasser’s
enbodi ments a teaching of using the flange portion of the
shaft/ hub assenbly, the outer race of the upper ball bearing
assenbly, and the inner surface of the bearing sleeve. The
exam ner’s position that the El sasser seal fully neets the
| abyrinth seal as recited in claiml is sinply based on pure
conj ecture and specul ation which is not supported by any of
t he enbodi nents of El sasser.

Since the exam ner has inproperly relied on the
teachi ngs of El sasser to teach the labyrinth seal of claiml,

the examner’'s rejection fails to establish a prima facie case

of obviousness. Therefore, we do not sustain the rejection of
claims 1, 6 and 7. Although claim8 is grouped separately
fromclaim1, claim8 contains the sanme |abyrinth seal feature
just discussed, so we also do not sustain the rejection of
cl aim 8.

We now consider the rejection of claim9 based on the
teachi ngs of Crapo and Tanaka. The exam ner again cites Crapo

as teaching various features of a disc drive. The exam ner
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admts that Crapo does not show the “flex” circuit as recited
in claim9. The exam ner asserts that Tanaka teaches a flex
circuit, and the exam ner asserts the obviousness of using
Tanaka’ s teachings in the Crapo disc drive. The exam ner al so
notes that the | ocation of the bonding pads in the conbi ned
prior art is different fromthe location recited in claim?9,
but the exam ner reasons that it would have been obvious to
nmove the | ocation of the bonding pads in the manner recited in
claim9 [answer, pages 9-11].

Appel | ant again makes only a single argunent to rebut
the examner’'s rejection of claim9. Specifically, appellant
argues that the collective teachings of Crapo and Tanaka do
not teach or suggest the claimrecitation that “said flexible
printed circuit cable having a plurality of bondi ng pads
radially aligned wth said gaps and | ocated within the radi al
extent of said w ndings and below the top of said stator

pol es” [brief, page 7].

Specifically, appellant argues that the exam ner’s proposed
rel ocati on of Tanaka’s bonding pads is contrary to one of the
obj ectives of Tanaka and is not suggested by any of the
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applied prior art.

We again agree with the position argued by appell ant.
Al t hough the exam ner has attenpted to find a beneficial
result in relocating the bondi ng pads of Tanaka bel ow the top
of the stator poles, there is nothing in Tanaka or Crapo which
suggests that this nodification would be desirable or
necessary. The nere fact that the prior art may be nodified
in the manner suggested by the exam ner does not nake the
nmodi fi cation obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266, 23 USPRd 1780, 1783-84 (Fed. Cir. 1992); In re

Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. GCr

1984). On this record, the only basis to nake the rel ocation
suggested by the examner is to inproperly reconstruct
appellant’s invention in hindsight. Therefore, we do not
sustain the examner’s rejection of claim?9.

I n concl usion, we have not sustained either of the

examner’s rejections of the clainms under 35 U.S.C. § 103.

Therefore, the decision of the examner rejecting clainms 1 and
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6-9 i s reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

LEE E. BARRETT

PATENT
Adm ni strative Patent Judge
JOSEPH L. DI XON
Adm ni strative Patent Judge
j s/ ki
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Edward P. Heller, 111

Seagat e Technol ogy, Inc.

P. O Box 66360

920 Disc Drive

Scotts Valley, CA 95067-0360
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